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Remarks 

Reconsideration of this Application is respectfully requested. 

Upon entry of the foregoing amendment, claims 1-6, 8-13, 15-19, 21, and 22 are 
pending in the application, with claims 1, 6, and 13 being the independent claims. Claim 
22 is sought to be added. Applicants reserve the right to prosecute similar or broader 
claims, with respect to all cancelled and amended claims, in the future. These changes 
are believed to introduce no new matter, and their entry is respectfully requested. 

Based on the above amendment and the following remarks, Applicants 
respectfully request that the Examiner reconsider all outstanding objections and 
rejections and that they be withdrawn. 

Withdrawn Rejection 

Applicants would like to thank the Examiner for withdrawing the rejection of 
claims 6, 8-13, and 15-19 under 35 U.S.C. § 102(b) over Downs et al. 

Objection to the Specification 

The Examiner has objected to the specification as allegedly failing to provide 
proper antecedent basis for the claimed subject matter. Applicants have amended the 
Specification to provide clear antecedent basis for the claim term "tangible." The 
amendment to the Specification does not introduce new matter, and is only intended to 
clarify the scope of the instant claims which rely on the term "tangible," in order to 
insure certainty in construing the claims in light of the specification. Accordingly, 
Applicants respectfully requests the reconsideration and withdrawal of this objection. 
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Rejections under 35 U.S.C. §101 
Claims 1-6. 8-12 and 21 

The Examiner has rejected claims 1-6, 8-12 and 21 as allegedly failing to recite 
statutory subject matter. Claims 1 and 6 have been amended to recite a "computer- 
implemented method", such that the claims are therefore tied to a particular machine. 
Therefore, claims 1 and 6, as well as claims 2-5, 8-12, and 21, by virtue of their 
dependencies, recite statutory subject matter. Accordingly, Applicants respectfully 
request the reconsideration and withdrawal of this rejection. 

Claims 13 and 15-19 

The Examiner has rejected claims 13 and 15-19 under 35 U.S.C. § 101 as 
allegedly failing to be limited to embodiments which fall within a statutory category of 
invention. Applicants have amended claim 13 to more clearly recite a "tangible 
computer-readable medium." Additionally, Applicants have amended the Specification 
to provide a clear antecedent basis for the term "tangible." 

The Examiner argues in the Response to Arguments that "the term 'tangible' has 
been widely used in the art to cover not only storage media but also transmission media 
including carrier wave." (Office Action, p. 2). The Examiner provides no support for 
this assertion. The Examiner's position is contrary to applicable law and to the 
Commissioner's concession to the Federal Circuit in 1995 "that computer programs 
embodied in a tangible medium, such as floppy diskettes, are patentable subject matter 
under 35 U.S.C. § 101." {In re Beauregard, 53 F.3d 1583 (Fed. Cir. 1995)). If carrier 
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waves are instead assumed to be tangible, as the Examiner proposes, then carrier waves 

would be statutory subject matter, which the Examiner does not appear to agree with. 

Nevertheless, Applicants' delineation of tangible computer-readable media, 

through amendment of the Specification, excludes carrier waves from the definition. 

Therefore, claim 13, and claims 15-19 by virtue of their dependency, are limited to 

embodiments which fall within a statutory category. Applicants therefore respectfully 

request the reconsideration and withdrawal of this rejection. 

Rejection under 35 U.S.C. §102 

The Examiner has rejected claims 1-6, 8, 9, 11-13, 15, 16 and 18-21 under 35 
U.S.C. § 102(e) as allegedly being anticipated by U.S. Patent Publication No. 
2005/0028006 to Leser et al. ("Leser"). Applicants respectfully traverse this rejection. 

Claim 1 recites, inter alia, "changing the state of the process-driven security 
policy for the electronic document automatically without user or administrator 
interaction in response to an internal or external system event, wherein the changed state 
is based on a transition rule associated with the event." Leser does not disclose at least 
this feature of claim 1 . 

In the Response to Arguments, the Examiner states that "canceling claim 20 
and/or claim 8 does not change the interpretation of the term 'automatically' and the 
scope of the independent claims." Applicants do not argue that the scope of the 
independent claims should change based on this cancellation, and have reinstated the 
language of cancelled claim 20 as new claim 22. Applicants agree that the interpretation 
of claim 1 does not exclude a user's interaction with the system. (Office Action, p. 3). 
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The Examiner incorrectly states that Applicants interpret the term 
"automatically" in two ways, to include no user interaction, or with user interaction in 
claims 8, 15, and 22. (Office Action, p. 4). Claims 8, 15, and 22 are directed to "user- 
triggered events", which says nothing of "changing the state of the process-driven 
security policy for the electronic document automatically without user or administrator 
interaction in response to an internal or external system event", as recited in claim 1 . It 
is the state-transition that is automatic, not the event. The internal or external event may 
very well include a user-triggered event. 

However, the Examiner's position is overbroad and unreasonable in stating that 

"the step 'changing the state of the process-driven security policy for the electronic 

document automatically based on an internal or external system event' is interpreted to 

be any action, including one performed by a user, that changes the state of the policy" 

(Office Action, p. 3). This position is overbroad and unreasonable because nowhere do 

the claims, nor the supporting specification, suggest that the state change itself is 

"performed by a user". What may be performed by a user is the triggering of an event. 

For example, supporting language for at least the above noted distinguishing feature of 

claim 1 can be found in the Published Application at [0048], which reads: 

[0048] A file can transition between the various states of the 
process-driven security policy 100 in a controlled manner. Often, 
the process-driven security policy 100 defines the transitions that 
are permissible. In one embodiment, the state transitions are event- 
driven. The events can be either internal to the file security 
system or external to the file security system. When event- 
driven, the transitions between states can be automatic and thus 
do not require user or administrator interaction. However, 
some events can be triggered or initiated by user or administrator 
interaction. (Published Application at [0048]) (Emphasis Added) 
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To further clarify this relationship between the events, and the automatic state 
changes of the process-driven security policy in response to an event, the language of 
claim 1 has been amended to clarify that the state of the security policy is changed 
"automatically without user or administrator interaction", and that this is "in response to 
an internal or external system event." There is no involvement by a "user or 
administrator" in the changing of the state of the security policy, although there may be 
user involvement in the triggering of an event, as in claims 8, 15, and 22. 

The Examiner continues to refer to the example in Leser where "the Director of 
Research transfers the document to the VP Compliance and activates the Review policy," 
but a user activating a droplet control to select a new control policy in Leser cannot 
reasonably be said to read on the above features of claim 1 . The Examiner argues that 
the state change of claim 1 "is interpreted to be any action, including one performed by a 
user, that changes the state of the policy." (Office Action, p. 3). 

However, the Examiner's interpretation does not properly consider the claim 
feature "wherein the changed state is based on a transition rule associated with the 
event," as recited in claim 1 . When the Director of Research in the Leser example 
transfers the document to the VP Compliance, the Director of Research himself must 
transfer the document to the Industry Review policy. (Leser, FIG. 2). This is very 
different from "changing the state ... automatically without user or administrator 
interaction . . . wherein the changed state is based on a transition rule associated with 
the event" as recited in claim 1 . By way of example, and not limitation, implementing 
the Leser system using claim 1 would, "automatically without user or administrator 
interaction", change the state of the research report when the Director of Research 
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completes his review (the "event") to the "industry review" policy, which would be the 

"transition rule" associated with the event where the Director of Research completes his 

review, in an embodiment. 

The state changes in Leser are in no way automatic or without user or 
administrator interaction. Although the events of claim 1 may be user-driven, the state 
changes are nevertheless automatic. In Leser, both the "event" (e.g., the Director of 
Research completes his review) and the "state change" (e.g., the Director of Research 
transfers the report to the Industry Review policy) are user-driven. 

Since Leser fails to disclose each and every feature of claim 1, the Examiner has 
failed to make a prima facie case of anticipation. Claims 6 and 13 recite similar features 
as claim 1, using respective language, and are also not anticipated by Leser for similar 
reasons as claim 1. Claims 2-5, 8, 9, 11, 12, 15, 16, and 18-21 depend from one of 
claims 1, 6, and 13, and are also not anticipated by Leser for at least the same reasons as 
claims 1, 6, and 13, and further in view of their own respective features. Accordingly, 
Applicants respectfully request the reconsideration and withdrawal of the rejection of 
claims 1-6, 8, 9, 11-13, 15, 16 and 18-21 under 35 U.S.C. § 102(e). 

Rejection under 35 U.S.C. §103 

Claims 10 and 17 were rejected under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over Leser as applied to claims 6 and 13 and further in view of U.S. Patent 
Application Publication No. 2003/0217264 to Martin et al. ("Martin"). Applicants 
respectfully traverse these rejections. 
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As discussed above with regard to independent claims 6 and 13, Leser fails to 
teach or suggest at least "subsequently changing the state of the process-driven security 
policy for the electronic document automatically without user or administrator 
interaction in response to an internal or external system event, wherein the changed state 
is based on a transition rule associated with the event." 

Martin is not relied upon by the Examiner to teach or suggest, nor does Martin 
teach or suggest, at least the above-noted features of claims 6 and 13. Thus, Martin fails 
to cure the deficiencies of Leser, as noted above. Therefore, claims 10 and 17 are 
patentable over Leser and Martin taken alone or in combination for at least the reasons 
provided above by virtue of their dependency on claims 6 and 13, and further in view of 
their own respective features. Accordingly, Applicants respectfully request the 
reconsideration and withdrawal of the rejection of claims 10 and 17 under 35 U.S.C. § 
103(a) over Leser and Martin. 

Provisional Double Patenting Rejection 

On page 11 of the Office Action, the Examiner provisionally rejected claims 6, 
12, 13 and 19 under the judicially created doctrine of non-statutory obviousness-type 
double patenting as being allegedly unpatentable over claims 21, 22, 24 and 28 of co- 
pending Application No. 10/676,474. 

Pursuant to M.P.E.P. § 804(I)(B), since co-pending Application No. 10/676,474 
has not been allowed, the Examiner should maintain the double patenting rejection in 
this instant application as a 'provisional' double patenting rejection, which can be 
converted into a double patenting rejection when the co-pending application issues as a 
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patent. Applicants will appropriately address the provisional double patenting rejection 

in the event it is converted to an actual double patenting rejection pursuant to M.P.E.P. § 

804(I)(B) after the co-pending application issues as a patent. 

New Claim 22 

Applicants respectfully seek entry of new claim 22. Claim 22 depends from 
claim 1 , and is patentable for at least the same reasons as claim 1 , from which it depends, 
and further in view of its own features. Applicants therefore believe claim 22 is in 
condition for allowance. 

Conclusion 

All of the stated grounds of objection and rejection have been properly traversed, 
accommodated, or rendered moot. Applicants therefore respectfully request that the 
Examiner reconsider all presently outstanding objections and rejections and that they be 
withdrawn. Applicants believe that a full and complete reply has been made to the 
outstanding Office Action and, as such, the present application is in condition for 
allowance. If the Examiner believes, for any reason, that personal communication will 
expedite prosecution of this application, the Examiner is invited to telephone the 
undersigned at the number provided. 
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Prompt and favorable consideration of this Amendment and Reply is respectfully 
requested. 

Respectfully submitted, 

Sterne, Kessler, Goldstein & Fox p.l.l.c. 
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